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DETAILED ACTION 



Claim Rejections - 55 USC § 112 



1 . Claims 14-20, 21-27 and28-29 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 14 recites the limitation "the menu-specific items" in lines 1-2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 21 recites the limitation "the digital camera" in lines 17-18. There is insufficient 
antecedent basis for this limitation in the claim. ^ 

Claim 28 recites the limitation "the display" in line 6. There is insufficient antecedent basis 
for this limitation in the claim. 

Claim 28 recites the limitation "the primary display" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

In Claim 28, it is unclear how "the fourth element" as recited in line 19 related to "a fourth 
set of elements" as recited in line 18? If there is the same "element," the Examiner suggests 
changing "the fourth element" as recited in line 19 to —the fourth set of efements"— . 

In Claim 28, lines 21-25, it is cited that "wherein when the camera is in the second 
operation mode, the user navigates the third set of elements using the first set of navigation 
buttons and navigates the second element using the second set of navigation buttons, ". 
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However, it is unclear how the user navigates the second element (i.e., which is the part of 
a primary display) by using the second set of navigation buttons in the second operation mode 
(i.e., the second operation mode is for a status display)? It is appeared that during the second 
operating mode (i.e., the step of controlling the status display), the user navigates the fourth set of 
elements by using the second set of navigation buttons. Thus, the Examiner is assuming that 
during the second operating mode, the user navigates the fourth set of elements by using the 
second set of navigation buttons. 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 



Claim Rejections - 35 USC § 103 



/ 



and invention dates of each claim that was not commonly owned at the time a later invention was 
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made in order for the examiner to consider the applicability of 35 U.S.C. 103 {C} and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1-10, 11-19, 21-23 and 25-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ikuo Matsumoto et al. (Translation of JP 8-223,524) in view of Mills et al. 
(U.S. 5,513,306). 

Regarding claims 1-4, Matsumoto '524 discloses a method for integrating a user interface 
across multiple operating modes (i.e.. Playback, editing, and picture-taking) of a digital camera 
(Fig. 1) having a display (110), wherein when the digital camera is placed into each one of the 
multiple operating modes, mode-specific items corresponding to that mode are displayed o^he 
display (Figs. 4c and 6c), the digital camera including a first button with left and right navigation ■ 
buttons having a horizontal orientation and a second button with up and dovm navigation buttons 
having a vertical orientation (Fig. 1, element 1 1 1) for interacting with the multiple operation 
modes (i.e., Normal/Multiple playback, Editing, and Picture-Taking modes), the method furthers 
comprising the step of: 

mapping an aligned set of mode-specific items in the display to the orientation of the first 
button to create a mapped navigation button (see Figs. 4c, 6c and 8c); 

scrolling from one mode-specific item to the next (i.e., selecting the different mode by 
using the button 1 1 1) in the aligned set by pressing the mapped navigation (111) wherein the 
display indicates which of the mode-specific item is a current active item (i.e., it is clear that when 
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the button 1 1 1 is scrolling from one mode-specific item to the next then the character/mark 
composition means 108 indicates the changes in the display 1 10; see page 27-28). 

Furthermore, it is noted that Matsumoto '524 does not explicitly show the step of 
displaying additional information includes a list of information items corresponding to the current 
active item in the display in a location that is offset from the active item in a direction of 
orientation corresponding to that of the second button, and scrolling through the list of 
information items by pressing the second button as specified in claim 1-2. 

However, the above mentioned claimed limitations are well-known in the art as evidenced 
by Mills '306. Moreover, Mills '306 teaches the use of video editing software which provides the 
user with an interface for controlling and editing video information input from the video soi^e. 
Upon initialization of the editing system, the user is presented with a video window for displaying 
a set of mode-specific items (i.e., Fig. 2, the elements 24 and 34) having a horizontal orientation 
and displaying additional information includes a list of information items corresponding to the 
currently active item in the display in a location that is offset from the active item in a vertical 
orientation (i.e., col. 5, lines 30-39); and scrolling through from one mode-specific item to the 
next and the lists of information items with the control device 18 (see col. 3, lines 20-60, col. 4, 
line 45 to col. 5, line 68). 

Therefore, having the portable digital camera with an editing operation as discloses by 
Matsumoto '524 and then given the well-established,teaching of Mills '306, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the display 
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of Matsumoto '524 by providing the user interface as taught by Mills '306 in order to carry out an 
efficient playback and editing operation as suggest by Mills '306 (see col. 3, lines 10-15, col. 5, 
lines 50-55) and it is cleared that such an advantage would have been desirable in Matsumoto 
'524. 

Regarding claims 5-6, the combination of Matsimioto '524 and Mills '306 shows the step 
of displaying a set of menu icons as the mode-specific while in the first operation mode (see Fig. 
6C of Matsumoto '524 and col. 5, lines 20-68, Fig. 2 of Mills '306); and the step of pressing the 
down navigation button (the button 1 1 1 of Matsumoto '524) to scroll through the list of 
information items (Fig. 2 of Mills '306) corresponding to the currently active item (see Fig. 6C of 
Matsumoto '524 and col. 5, lines 20-68, Fig. 2 of Mills '306). 

Regarding claims 7-8, the combination of Matsumoto '524 and Mills '306 shows the step 
of providing a second operating mode where when the digital camera is placed into the second 
operating mode (i.e., Multi-playback/Normal-playback), a set of thumbnail images corresponding 
to captured images is displayed as the mode-specific items (Figs. 7C of Matsumoto '524; and 
Figs. 2 & 6, col. 5, lines 20-68 of Mills '306); and the step of displaying a large thumbnail as part 
of the additional information (Fig. 2 & 6 of Mills '306 and Fig. 7C & 8C of Matsumoto '524). 

Regarding claims 9-10, Matsumoto '524 shows the step of providing a third operating 
mode (i.e., editing) wherein when the digital camera is placed into the third operating mode, a set 
of icons representing camera features is displayed as the mode-specific items (i.e.. Figs. 6C & 8C, 
the elements 212, 213 and 214 of Matsumoto '524); and the step of changing a particular one of 
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the camera features (i.e., a desired playback speed) by pressing one of the up and down navigation 
button to change a state of the corresponding icon (i.e., Figs. 6C & 8C, the elements 212 & 213; 
page 30 of Matsumoto '524). 

Regarding claims 11,12 and 13, please see Examiner's comment with respect to claims 1- 
4 as discussed above. 

Regarding claim 14, please see Examiner's comment with respect to claim 5 as discussed 

above. 

Regarding claim 15, the combination of Matsumoto '524 and Mills '306 shows wherein as 
the user presses the first set of navigation buttons (111 of Matsumoto '524) to scroll through the 
set of icons (Matsumoto '524 show a set of icons such as 21 1, 215, 216, 214 and 212), each^f 
the icons is highlighted (i.e.. As shown in Fig. 2, col. 5, lines 20-68, Mills '306 teaches the use of 
the menu bar which can be presented with certain functional icons and base on the user's selection 
these factional icons are highlighted), and becomes an active icon in response to the user pressing 
one of the second set of navigation buttons (111). 

Regarding claims 18-19, the Matsumoto '524 shows wherein the digital camera is placed 
into a third operating mode (i.e., picture taking/editing) the menu-specific items (i.e., the elements 
207-210, 212-216) representing camera feature settings. On the other hand, Mills '306 teaches 
that the additional information includes text representing the feature setting of the currently active 
item (i.e.. As shown in Fig. 2, Col. 5, lines 20-68, Mills '306 teaches that when the user activated 
the certain fianctional icons from the menu bar then the additional information is activated along 
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with text representation.). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the system of Matsumoto '524 by providing the 
teaching of Mills '306 in order to improve the ease of use during playback and editing operation 
as suggested by Mills '306 (see col. 5, lines 50-55). 

Regarding claims 21-23, please see Examiner's comment with respect to claims 1-4 and 7- 
8 as discussed above. 

Regarding claim 25, please see Examiner's comment with respect to claim 5 as discussed 

above. 

Regarding claims 26-27, the combination of Matsumoto '524 and Mills '306 shows the 
steps of displaying a text feature list corresponding to the activated mode-specific item; and^. 
displaying text corresponding to a state of the activated mode-specific item (see Figs, 6C & 8C, 
the elements 212, 21 1, 214-216 of Matsumoto '524 and Fig. 2, col. 5, lines 20-68 of Mills '306). 

4. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Matsumoto '524 
and Mills '306 as applied to claims 1-10, 11-19, 21-23 and 25-27 above, and further in view of 
Isoguchietal. (U.S. 5,146,353). 

Regarding claim 20, the combination of Matsumoto '524 and Mills '306 does not 
explicitly show where the digital camera further includes a status display for displaying the mode- 
specific items and the additional information. 
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The above mentioned claimed limitations are well-known in the art as evidenced by 
Isoguchi '353. Moreover, Isoguchi '353 teaches the use of a status display (Fig. 3) for displaying 
the mode specific items and the additional information (col. 4, line 8 - col. 5, lines 68) for the 
purpose of reducing the burden of a photographer and improving the maneuverability of the 
camera. 

Therefore, having the combination of Matsumoto '524 and Mills '306 and then given the 
well-established teaching of Isoguchi '353, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the system of Matsumoto '524 by providing 
the teaching of Isoguchi '353 for the purpose of reducing the burden of a photographer and 
improving the maneuverability of the camera as taught by Isoguchi '353 (col. 1, lines 40-45^ 

5. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Matsumoto '524 
and Mills '306 as applied to claims 1-10, 11-19, 21-23 and 25-27 above, and further in view of 
Matsumoto et al. (U.S. 5,796,428). 

Regarding claim 24, the combination of Matsumoto '524 and Mills '306 does not 
explicitly show the step cf displaying text of an image name and date corresponding to the 
activated mode-specific item. 

However, the above mentioned claimed limitations are well-known in the art as evidenced 
by Matsumoto '428. Moreover, Matsumoto '428 teaches the step of displaying a plurality of 
icons as the mode specific items (see Fig. 5) and displaying text of an image name and date 
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corresponding to the activated mode-specific item (see Figs. 7-9, col. 1, lines 50-55, col. 7, lines 
25-68, col. 9, line 55 - col. 10, line 68) so that the images can be easily rearranged and the 
pictures can also be automatically classified according to the themes. 

Therefore, having the combination of Matsumoto '524 and Mills '306 and then given the 
well-established teaching of Matsumoto '428, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the system of Matsumoto '524 by 
providing the teaching of Matsumoto '428 so that the images can be easily rearranged and the 
pictures can also be automatically classified according to the themes as taught by Matsumoto '428 
(see col, 2, lines 40-60 and col. 3, lines 25-41 of Matsumoto '428). 



6. Claims 28-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Matsumoto 
'524 in view of Mills '306 and Isoguchi '353. 

Regarding claim 28, Matsumoto '524 discloses a digital camera having an integrated user 
interface; comprising: an image device for capturing image data (Fig. 2); a memory (105) coupled 
to the imaging device for storing the image data as captured images; a first set of navigation 
buttons having a first orientation and a second set of navigation buttons having a second 
orientation for controlling navigation in a display (Figs. 1 & 2, the elements 110 and 1 1 1); a 
processor (113) coupled to the image device, the memory, a primary display and to the first and 
second set of navigation buttons for controlling operation of the digital camera including a first 
operation mode and a second operating mode (Fig. 2, Pages 23); 
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a primary display (110) coupled to the processor (113), the primary display being divided 
into a first set of elements (i.e., Figs. 4C, 6C & 8C, the elements 207-210, 21 1-212, and 214-216) 
aligned with the orientation of the first set of the navigation buttons and when the camera is in the 
first operating mode (i.e., either one of Normal/Multiple playback, Editing, or Picture-Taking 
modes), a user navigates the first set of elements using the first set of navigation buttons (111). 

It is fiirther noted that Matsumoto '524 does not explicitly show a second element 
displayed offset from the first set of elements in a direction aligned with the orientation of the 
second set of navigation buttons, wherein a user navigates the second element using the second 
set of navigation buttons as cited in claim 28. 

However, the above mentioned claimed limitations are well-known in the art as evid^piced 
by Mills '306. Moreover, Mills '306 teaches the use of video editing software which provides the 
user with an interface for controlling and editing video information input from the video source. 
Upon initialization of the editing system, the user is presented with a video window for displaying 
a first set of elements (i.e.. Fig. 2, elements 24 and 34) having a horizontal orientation and 
displaying a second element corresponding to the currently active item in the display in a location 
that is offset from the active item in a vertical orientation (i.e., col. 5, lines 30-39); and scrolling 
through from one mode-specific item to the next and the lists of information items with the 
control device 18 (see col. 3, lines 20-60, col. 4, line 45 to col. 5, line 68), 

Therefore, having the portable digital camera with an editing operation as discloses by 
Matsumoto '524 and then given the well-established teaching of Mills '306, it would have been 
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obvious to one of ordinary skill in the art at the time the invention was made to modify the display * 
of Matsumoto '524 by providing the user interface as taught by Mills '306 in order to carry out an 
efficient playback and editing operation as suggest by Mills '306 (see col. 3, lines 10-15, col. 5, 
lines 50-55) and it is cleared that such an advantage would have been desirable in Nlatsumoto 
'524. 

Moreover, it is also noted that Matsumoto '524 does not explicitly show a status display 
coupled to the processor, the status display being divided into a third set of elements and a fourth 
set of elements, wherein the third set of the element is aligned with the orientation of the first set 
of navigation buttons and the fourth set of elements is displayed offset from the third set of 
elements in a direction of orientation corresponding to the second set of navigation buttons,^ 
wherein when the camera is in the second operating mode, the user navigates the third set of 
elements using the first set of navigation buttons and navigates the fourth set of elements using 
the second set of navigation buttons, whereby navigation of the second operating mode in the 
status display is similar to navigation of the first operating mode in the primary display. 

However, the above mentioned claimed limitations are well-known in the art as evidenced 
by Isoguchi '353. Moreover, Isoguchi '353 teaches the use of a status display (Fig. 3) in the 
digital camera (1), wherein the status display coupled to the processor (L or 33 as shown in Figs. 
4 and 5), and the status display being divided into a third set of elements (i.e., Interval, Macro) 
and a fourth set of elements (i.e., SINGLE, CONT, Lt^CONT., and H-^SELF), wherein the third 
set of the element having a horizontal orientation (i.e., same orientation of the first set of 



• 
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navigation buttons 1 1 1 of Matsumoto '524) and the fourth set of elements is displayed offset from 
the third set of elements (see Fig. 3) in a vertical direction of orientation (i.e., it is corresponding 
of the second set of navigation buttons 111 of Matsumoto '524), wherein when the camera is in 
the second operating mode (i.e., picture-taking mode as disclosed by Matsumoto '524), the user 
navigates the third set of elements in the horizontal orientation and navigates the fourth set of 
elements in the vertical orientation, whereby navigation of the second operating mode in the status 
display (Fig. 3 of Isoguchi '353) is similar to navigation of the first operating mode in the primary 
display (i.e., the operation of the status display of Isoguchi '353 is similar to the operation of the 
primary display as discussed in the combination of Matsumoto '524 and Mills '306 as above). 

Therefore, having the combination of Matsumoto '524 and Mills '306 and then giver)i the 
well-established teaching of Isoguchi '353, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the system of Matsumoto '524 by providing 
the teaching of Isoguchi '353 for the purpose of reducing the burden of a photographer and 
improving the maneuverability of the camera as taught by Isoguchi '353 (col. 1, lines 40-45). 

Regarding claim 29, it is further noted that Matsumoto '524 does not explicitly show a 
first and second status control buttons wherein the user navigates the status display using the first 
and second status control buttons. 

However, the above mentioned claimed limitations are also well-known in the art as 
evidenced by Isoguchi '353. Moreover, Isoguchi '353 further teaches the use of a first and 
second status control buttons (see Fig. 3, col. 4, lines 8-68). Therefore, having the combination 
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of Matsumoto '524 and Mills '306 and then given the well-established teaching of Isoguchi '353, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide the conventional use of status control buttons of Isoguchi '353 to the portable digital 
camera of Matsumoto '524 in order to enable the user to avoid or at least minimize such 
inadvertent or erroneous operation during the picture-taking operation and further improving the 
maneuverability of the camera as suggested by Isoguchi '353 (see col. 1, lines 5-68). 



Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant^ 
disclosure. 

a. Hayashi '809, Endoh '103, Matheny '606, Gasper '017, Meyer '504 and Hirano '277 
shows the system and method for integrating a user interface across multiple operating modes. 

b. Anderson '918, Moronaga '370 and Kurahashi '291 show a digital camera with a 
display and a user interface thereof. 

c. Wakui '492 and Kubo '83 1 show a digital camera with a status display and control 

thereof. 
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Any inquiry concerning this communication or earlier communications from the examiner 



should be directed to Aung S. Moe whose telephone number is (703) 306-3021. If attempts to 

reach the examiner by telephone are unsuccessful, the examiner's supervisor, Wendy Garber, can 

be reach on (703) 305-4929. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(703) 308-905 1, (for formal communication intended for entry) 



or: 



(703) 308-5359, (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA., Sixth Floor (Receptionist). 



A, Moe 



March 1, 1999 



